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I) ^ Responsive to connmunication{s) filed on 29 December 2006 . 
2a)[J This action is FINAL. 2b)K This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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DETAILED ACTION 

Claims 1-8 are pending in the instant application. 

Information Disclosure Statement 

Applicants' Information Disclosure Statements, filed on 6/21/2006 and 
10/24/2005, have been considered. Please refer to Applicant's copies of the PTO-1449 
submitted herewith. 

Priority 

This application is a 371 of PCT/JP04/00535 filed on 1/22/2004 22, and claims 
priority of Japanese Patent Application 2003-017537, filed on 1/27/2003 27. 

Response to Lack of Unity 

Applicants' election without traverse of Group II (claims 7 and 8) in the reply filed 
on 12/29/2006 is acknowledged. During the telephonic interview on 3/9/2007, 
Applicant's representative Mr. Kevin S. Lemark confirmed with the Examiner's request 
that claim 8 was further elected for initial search purpose, and admitted that all subject 
matters in claim 8 are within one invention, and they are obvious among the subject 
matters. A prior art that anticipates and/or renders obviousness over any one species in 
claim 8, will anticipates and or/renders obviousness over entire sub-genus of claim 8. 
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Status of the Claims 

Claims 1-6 are further withdrawn from further consideration by the Examiner as 
being drawn to non-elected inventions due to Restriction Requirement dated on 
12/7/2006. The withdrawn subject matter is patentably distinct from the elected subject 
matter as it differs in structure and element and would require separate search 
considerations. In addition, a reference that anticipates one invention would not render 
obvious the other invention. 

Elected and Examined Subject Matter 

The scope of the invention of the elected subject matter and the examined 
subject matter is as follows: 

Claim 7 (in part), and entire claim 8. 

As a result of the election and the corresponding scope of the invention identified 
supra, claim the remaining subject matter of claim 7 is withdrawn from further 
consideration pursuant to 37 CFR 1.142 (b) as being drawn to non-elected inventions. 
The withdrawn compounds contain varying functional groups which are chemically 
recognized to differ in structure, function, and reactivity. 

Specification 

The first paragraph of the specification does not contain continuing data to which 
the instant specification claims benefit from. An appropriate amendment is required. 
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Claim Rejections - 35 USC § 102(b) 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 



Claims 7. and 8 are rejected under 35 U.S.C. 102 (b) as being anticipated by 
Santo et al. JP. 2000-21 1239 (machine translation enclosed). 
Applicants' claims relate to the compounds of formula (6) 



states. 




in claim 8, 



wherein Rr^ to R22 independently represent a straight-chai 



or branched butyl or pentyl group. 



Santo et al. disclose a class of compounds with a general formula (II) 




, more specifically, compound II- 
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(4) and compound ll-(15) 

<t6«Wa X R,Rg RaR* RgRs 

CH3 CHa CH3 CHj CH3 CH3 CHj CH3 

luj w> lit cHgCH^ CHaCHCgHj CHgqHCzHj, CHaCHCjHg CHgCHCjHs. CHgCHCzHB CHjCHCaHfi, CHaGHCzHg 

[ir]-U5) (^©«s n-Call,. n-CgHt n-C4%, n-C4{^ n-CgH,. T^-Z^^ n-C^Hg, n-C4He 

I 

read on the instantly claimed sub-genus, wherein R15 to R22 independently represent 
straight-chain of n-propyl and/or nrbutyl groups, or branched pentyl . (See pp. 9, line 6 
and 21). X'is defined as-an anion (see page 3 line 14). CF3SO3" is an anion, which is 
well known to one skilled in the art, as listed in US 2002/0033661 (Sugimachi et al.) 
[0045] paragraph. 

• 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for deternnining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 



Clainns 7 and 8 are rejected under 35 U.S.C. 103 (a) as unpatentable over Santo 
etal. JP. 2000-211239. 

Applicants' claims relate to the compounds of formula (6) 

I I ^ 

N— R,6 N-R20 

■ r\ 





N=< >=N 2 CF3SO3 




yj 

R»B R22 in claim 8, 

wherein Ris to R22 independently represent a straight-chain 
or branched butyl or pentyl group. 

Determination of the scope and content of the prior art (MPEP $2141.01) 
Santo et al. disclose a class of compounds with a general formula (II) 



R 



^4 — Rs ^ more specifically, compound II- 

(4) and compound ll-(15) 

it^(m. X Ril% R3R4 RbRs RtRb 

CH3 CHa CH3 CH3 CH3 CH3 CHa <j^3 

f n]-(4} Br ^J^^^ CHgCHCgHfi CHgCHCzHg, CHgCHCgHjj CHgCHCgHg. CH^HCgHs CHzCHC^Hfe, CHgCHCgHg 
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[ir]-(l5) CB3@«% n-Q3«T. n-CgJlT n-C4H9. n-C^ n-CgH,. n-C^j n-C^Hg. n-C4HB 

I 

read on the instantly claimed sub-genus, wherein R15 to R22 independently represent 
straight-chain of n-propyl and/or n-butyl groups, or branched pentyl . (See pp. 9, line 6 
and 21). X' is defined as an anion (see page 3 line 14). CFaSOa' is an anion, which is 
well known to one skilled in the art. as listed in US 2002/0033661 (Sugimachi etal.) 
[0045] paragraph. 

Ascertainment of the difference between the prior art and the claims (MPEP ^2141.02) 

The difference between the prior art of Santo et al. and the instantly claimed 
compounds is that Santo et al. teach the compounds with Ri= R2= R5= R6= n-CsHy, and 
R3= R4= R7= R8= n-C4H9, in Example [ll]-15, but does not teach all the compounds in 
claim 8. 

Finding of prima facie obviousness-rational and motivation (MPEP ^2142-2413) 

According to the telephonic interview on 3/9/2007. Applicant's representative Mr. 
Kevin S. Lemark confirmed with the Examiner's request that claim 8 was further elected 
for initial search purpose, and admitted that all subject matters in claim 8 are within one 
invention, and they are obvious among the subject matters. A prior art that anticipates 
and/or renders obviousness over any one species in claim 8. will anticipates and 
or/renders obviousness over entire sub-genus of claim 8. Therefore, the instant claimed 
compounds in claim 7 (in part) and 8 are obvious to one skilled in the art. 
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Claim Objections 

Claim 7 is objected to for containing elected and non-elected subject matter. The 
elected subject matter has been identified supra. Applicant should amend the claims 
according to the scope of the invention. 

Conclusion 

No claims are allowed. 



Telephone Inquiry 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yong Chu whose telephone number is 571-272-5759. 
The examiner can normally be reached between 7:00 am - 3:30 pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph K. M^Kane can be reached on 571-272-0699. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding tlie status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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